UE

EAL ’

Patents

in 36 jurisdictions worldwide

Contributing editor: Stuart J Sinder

L

1/

s

b\
&

isilﬂr
d

R [ e R

com i@ 130 =0 ] Fm
) 1
LENIEN FRHE

iilﬂr
&

7~
L

% EOEC
|
-0 | i

2011

Published by
Getting the Deal Through
in association with:

Alvaro Duarte & Associados
Anand and Anand
ARS-Patent

Barger, Piso & Partner

Brann AB

Bufete Mejia & Asociados
Cabinet Beau de Loménie
Cavelier Abogados

Chavalit & Associates Limited
CMS Cameron McKenna LLP
df-mp

E Blum & Co AG

Estudio Colmenares & Asociados
Fabara & Guerrero

Formosa Transnational, Attorneys at Law
Freedman & Associates

Hoet Pelaez Castillo & Duque
Kenyon & Kenyon LLP

Kims and Lees

Law Office Pepeljugoski

Liu, Shen & Associates
Malamis & Malamis
Markides, Markides & Co
Moeller IP Advisors

Momo-o, Matsuo & Namba
Monard-D’Hulst

Nanyang Law LLC

Olivares & Cia

ONC Lawyers

Patpol

Pham & Associates

Price Plinner Law Offices
Sandel, Lgje & Wallberg
Strachan Partners

Studio Legale Bird & Bird
Thompson Associates



—

DEAL ’

Patents 2011

Contributing editor:
Stuart J Sinder
Kenyon & Kenyon LLP

Business development managers
Alan Lee

George Ingledew

Robyn Hetherington

Dan White

Marketing managers
Ellie Notley
Sarah Walsh

Marketing assistants
Alice Hazard
William Bentley

Subscriptions manager
Nadine Radcliffe
Subscriptions@
GettingTheDealThrough.com

Assistant editor
Adam Myers

Editorial assistants
Nina Nowak

Lydia Gerges

Senior production editor
Jonathan Cowie

Chief subeditor
Jonathan Allen

Senior subeditor
Kathryn Smuland

Production editor
Anne Borthwick

Subeditors
Chloe Harries
Davet Hyland
Editor-in-chief
Callum Campbell
Publisher
Richard Davey

Patents 2011

Published by

Law Business Research Ltd
87 Lancaster Road

London, W11 1QQ, UK

Tel: +44 20 7908 1188

Fax: +44 20 7229 6910

© Law Business Research Ltd
2011

No photocopying: copyright
licences do not apply.

ISSN 1742-9862

The information provided in this
publication is general and may not
apply in a specific situation. Legal
advice should always be sought before
taking any legal action based on the
information provided. This information
is not intended to create, nor does
receipt of it constitute, a lawyer—client
relationship. The publishers and
authors accept no responsibility for
any acts or omissions contained
herein. Although the information
provided is accurate as of April 2011,
be advised that this is a developing
EICEN

Printed and distributed by
Encompass Print Solutions
Tel: 0844 2480 112

Research

CONTENTS

Global Overview Stuart J Sinder Kenyon & Kenyon LLP 3
Argentina Mariano Municoy Moeller IP Advisors 6
Austria Peter Israiloff Barger, Piso & Partner 12
Belgium Ben Hermans Monard-D’Hulst 19
Canada Gordon Freedman and Mark Weir Freedman & Associates 25
China Jianyang (Eugene) Yu Liu, Shen & Associates 33
Colombia Oscar Correa Cavelier Abogados 39
Cyprus Michael Sideras Markides, Markides & Co 45
Denmark Johan Lgje Sandel, Lagje & Wallberg 51
Ecuador Maria Rosa Fabara-Vera Fabara & Guerrero 57
France Gérard Portal Cabinet Beau de Loménie 64
Germany Sandra Pohiman, Holger Schimmel and Oliver Schulz dfmp 70
Greece Alkisti-Irene Malamis Malamis & Malamis 78
Honduras Ricardo Anibal Mejia M Bufete Mejia & Asociados 83
Hong Kong Hans Lee ONC Lawyers 89
India Archana Shanker Anand and Anand 95
Israel Sa’ar Plinner Price Plinner Law Offices 103
Italy Massimiliano Mostardini and Daniele De Angelis Studio Legale Bird & Bird 108
Japan Koichi Nakatani Momo-o, Matsuo & Namba 116
Korea Yoon-bae Kim Kims and Lees 123
Macedonia Valentin Pepeljugoski Law Office Pepeljugoski 131
Malaysia Benjamin J Thompson Thompson Associates 136
Mexico César Ramos Jr, Alejandro Luna, Juan Luis Serrano and Erwin Cruz Olivares & Cia 143
Nigeria Olusola Mesele and Dolapo Osunkoya Strachan Partners 150
Peru Maria del Carmen Arana Estudio Colmenares & Asociados 156
Poland Katarzyna Karcz and Jaromir Piwowar Patpol 164
Portugal Alvaro Duarte and Rui Duarte Catana Alvaro Duarte & Associados 171
Russia Viadimir Rybakov ARS-Patent 177
Singapore Han Wah Teng and Lionel Ser Nanyang Law LLC 182
Sweden Kristian Fredrikson Brann AB 189
Switzerland Daniel Muller and Rainer Schalch E Blum & Co AG 194
Taiwan Yulan Kuo, Hsiaoling Fan and Charles Chen Formosa Transnational, Attorneys at Law 200
Thailand Chavalit Uttasart and Kallayarat Chinsrivongkul Chavalit & Associates Limited 206
United Kingdom Isabel Davies CMS Cameron McKenna LLP 213
United States Stuart J Sinder, Michelle M Carniaux and Shawn W O’Dowd

Kenyon & Kenyon LLP 222
Venezuela Maria M Nebreda and Carlos Pacheco Hoet Peldez Castillo & Duque 234
Vietnam Pham Vu Khanh Toan Pham & Associates 240

www.gettingthedealthrough.com



PERU

Estudio Colmenares & Asociados

Peru

Maria del Carmen Arana
Estudio Colmenares & Asociados

Patent enforcement proceedings

1 Lawsuits and courts
What legal or administrative proceedings are available for enforcing
patent rights against an infringer? Are there specialised courts in
which a patent infringement lawsuit can or must be brought?

In Peru, patent rights are protected against an infringer by an
infringement action duly filed before the administrative authority
and a criminal action duly filed before the judicial criminal author-
ity. Administrative actions can be submitted as administrative pro-
ceedings before the Inventions and New Technologies Commission
(CIN) of the National Institute for the Defence of Competition and
Protection of Intellectual Property (INDECOPI). With regard to
criminal proceedings, criminal actions can be submitted in special-
ised courts.

Administrative proceedings

Administrative proceedings of a patent infringement start with an
infringement action, which is submitted before the CIN along with
the patent document protecting the plaintiff’s rights, and clearly
points out both the alleged infringer and the address of the facilities
where such infringement actions are alleged to have taken place.
A verification inspection of these facilities will be carried out. An
administrative proceeding can also be entered against actions that
show an imminent infringement. They can be raised either at the
request of a party or ex officio (see article 238 of Decision 486 of
the Andean Community Decision, in force since 2000, and articles
97 and 99 of Legislative Decree No. 1075, in force since 1 February
2009).

Criminal proceedings

A criminal proceeding comprises several stages, namely:

¢ the order to commence investigation proceedings against the
defendant due to an alleged crime against industrial property;

¢ the formalisation stage of the investigation;

e the district attorney’s charges and evidence;

¢ the arguments; and

e the first criminal instance decision (which can be a judgment of
acquittal or a judgment of conviction) that can be appealed in
the superior court, which is the second criminal instance.

Industrial Property crimes are classified in the Peruvian Criminal
Code (see article 222, paragraph b for crimes related to patents and
article 224 for preventive seizure, confiscation and destruction in
aggravated cases by the judicial authority).

Civil proceedings
The owner of a patent right that has obtained a favourable resolution
in the second administrative instance in an infringement proceeding
can sue the infringer in court by requesting compensation for dam-
ages in a civil trial.
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2 Trial format and timing
What is the format of a patent infringement trial?

Administrative proceedings
The administrative proceeding format of a patent infringement is
outlined as follows.

A formal complaint for a patent infringement is submitted that
fulfils the requirements of article 99 of Legislative Decree 1075. A
temporary injunction can be requested until a resolution is issued.
After the formal complaint is accepted for consideration, the admin-
istrative authority orders an inspection of the facilities wherein the
infringement act is alleged to have taken place. Products with pro-
tected patent are also recorded, temporary injunctions are given, the
infringer is notified and an official inspection minutes is taken. The
infringer has a five-working day term to reply the infringement com-
plaint (article 102, Decree 1075). In the following stage, the parties
are summoned to attend a conciliation hearing. If the parties reach
an agreement, the proceeding finishes. If an agreement is not reached,
a substantive examination must be carried out, to be paid for by the
plaintiff (article 109, Decree 1075). The first instance resolution is
issued, with or without the reply to the complaint. If the resolution
is unfavourable to any party, that party can lodge an appeal within
a five-working day term, with the same term offered for the other
party’s reply. The second-instance resolution can be impugned before
the judiciary.

Documents that should be submitted in infringement proceed-
ings are as follows:

e all kinds of briefs, invoices or sale receipts bearing the infringing
product for undue use of a patent;

¢ sworn declarations and statements of experts or relevant techni-
cal institutions;

¢ photographs;

* video and audio tapes; and

e other items evidencing a certain fact, activity or result.

Moreover, the parties should offer other probatory means such as
inspection and expertness (article 103, Decree 1075).

The cross-examination of witnesses is unusual at an administra-
tive level.

Expert external or internal patent examiners are involved to eval-
uate the probatory means (physical samples, photographs and reports
from the interested party) by issuing a technical report. They carry
out a technical assessment of the specification and the set of claims
in order to limit the scope of the exclusivity rights of the plaintiff and
determine how a certain infringement supposition is shaped.

The issues to be discussed are solved by a professional adminis-
trative commission consisting of three to four members making use
of the technical report issued by the patent examiner or expert.

The development of an administrative proceeding for infringe-
ment of patent rights until the issuance of the first instance resolution
takes about six months (pursuant to law, it should last 180 days). In
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the second instance it would take about one year, since an external
expert has to be hired.

Criminal proceedings
The development of a criminal proceeding is as follows:

The first step towards formalising the denunciation is a police
investigation wherein the parties are summoned to present their
statements. At the conclusion of the investigation, a police affidavit is
sent to the district attorney’s office. After investigation and analysis,
the office may conclude with the formalisation of the denunciation
before the criminal court.

The criminal court opens the investigation with the offended
party assuming the position of the civil party. The district attorney’s
opinion is issued, followed by the issuing of the judgment, the read-
ing of the judgment and the appeal.

The investigations, sworn declarations, statements, documents
and witnesses are presented, followed by the submission of the
INDECOPI reports.

In both instances trial is by criminal court — in the first instance
with a judge and in second instance with a professional body of
three judges.

The processes may last between five and six years depending
on the procedural activity of the parties, the experts, the technical
reports of the parties and the INDECOPI report.

3  Proof requirements
What are the burdens of proof for establishing infringement, invalidity
and unenforceability of a patent?

The burden of proof corresponds to the plaintiff with exception of
patents related to a process wherein the burden of proof is reversed.
In such cases, the defendant bears the burden of proving that the
process used for obtaining the product is different from the process
protected by the patent.

4 Standing to sue
Who may sue for patent infringement? Under what conditions can
an accused infringer bring a lawsuit to obtain a judicial ruling or
declaration on the accusation?

Administrative proceedings

Only the owner of a patent in force is entitled to sue for patent
infringement (article 238, Decision 486), and if the patent infringe-
ment is instituted ex officio then the administrative authority initiates
the proceeding.

In the case of a product patent, the probatory means must be
appropriate so that the plaintiff can prove the infringer has commit-
ted the alleged illegal actions. Collecting proofs is the responsibility
of the plaintiff, who affirms the actions that support the infringement
(see article 104, Legislative Decree 1075).

In cases where infringement of a patent on a process for obtain-
ing a product is alleged, defendants are liable for proving that the
process they have used to obtain said product is different than the
process protected by the patent whose infringement is claimed.
Therefore, in such cases, any identical product produced without
the consent of the patent owner shall be presumed, in these regards
and unless otherwise proven, to have been obtained by the patented
process, if the product obtained by means of the patented process
is a new product or if there is a strong likelihood that the identical
product was manufactured through the patented process and the
patent owner is unable, despite reasonable efforts, to determine the
process effectively used (article 240, Decision 486 and article 104,
Legislative Decree 1075).

Criminal proceedings

Criminal proceedings can be initiated either ex officio by the district
attorney’s office (in charge of accusing, investigating and formalising
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denunciations, charges or reports) or at the request of the owner of a
product or procedure patent.

Any person can be accused of a non-authorised patent use before
a judicial criminal court and can receive an unfavourable verdict if
it is evidenced that they store, manufacture or use with commercial
purposes, offer for sale, distribute, sell, import or export products
protected by a patent.

5 Inducement, and contributory and multiple party infringement
To what extent can someone be liable for inducing or contributing
to patent infringement? Can multiple parties be jointly liable for
infringement if each practises only some of the elements of a patent
claim, but together they practise all the elements?

The concepts of inducement and contributory infringement are not
considered in either our legislation or case law.

Any person who manufactures, offers for sale, sells, uses or
imports the product can be liable for infringement (article 52 of
Decision 486).

When a procedure is claimed in a patent, any person or company
can be accused of infringement as long as said person or company
uses such procedure or carries out prior actions with respect to a
product obtained by the protected procedure.

Although we have not found any cases of multiple party infringe-
ment, if the fact that each party carries out the steps or elements
of the patent claim to produce the whole patented object is dem-
onstrated, action would have to be taken against each one of the
involved parties.

6 Infringement by foreign activities
To what extent can activities that take place outside the jurisdiction
support a charge of patent infringement?

In Peru, patent rights are territorial. Therefore, activities that
take place outside the country do not support a charge of patent
infringement.

7 Infringement by equivalents
To what extent are ‘equivalents’ of the claimed subject matter liable
for infringement?

Peruvian law establishes that the scope and protection of a patent
can be determined by the content of the claims (articles 30 and 51 of
Decision 486). Priorly, under article 51, paragraph 1, the Peruvian
administrative authority interpreted that the scope of protection was
defined by the literal text of the claims and did not consider pat-
ent infringements by equivalents. Therefore, in order to analyse an
alleged infringement action, the Peruvian administrative authority
reviewed and was limited to the literal text of the claims. If the claims
were not clear, the Peruvian administrative authority reviewed the
main text of the specifications as such.

Currently, the administrative authority recognises expressly the
possibility of the equivalents doctrine application for the analysis of
protection extension of the patent in cases of infringement of rights,
and makes an interpretation supported in the specifications, article 51,
paragraph 11, since it considers the possibility to interpret the scope
of protection beyond the terms used in the literal text of the claims
to be open (case: Resolution No. 1757-2010/TPI-INDECOPI, dated
6 August 2010, docket No. 87-2008/OIN, pages 4-6 and 8-11.)

8 Discovery of evidence
What mechanisms are available for obtaining evidence from an
opponent, from third parties or from outside the country for proving
infringement, damages or invalidity?

In administrative proceedings, as a mechanism to obtain evidence, the
plaintiff can submit invoices by purchases of infringing products or a
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third party’s copies of invoices or testimonies. Other mechanisms are
administrative inspection diligences and examiners’ reports, and docu-
ments can be filed until the issuance of the first administrative instance
resolution. In criminal proceedings, the plaintiff may submit, among
other things, the counterfeited product and the examiner’s technical
report, and may request court inspections and examiners’ reports.

9 Litigation timetable
What is the typical timetable for a patent infringement lawsuit in the
trial and appellate courts?

The timetable for an infringement proceeding of a patent in an
administrative proceeding is six months from the formal denuncia-
tion until the first instance resolution. The appeal to the administra-
tive court resolution takes between eight months to one year, since
hiring an examiner is a requirement.

The timetable for a criminal proceeding of a patent crime before
the judiciary (first instance) is between 18 months and two years,
and in the superior appeal courts (second instance) the legal term is
between two and three years.

10 Litigation costs
What is the typical range of costs of a patent infringement lawsuit
before trial, during trial and for an appeal?

Administrative infringement costs may range from 3,000 nuevo sol
to 8,400 nuevo sol in the first instance; in the event of appeal, the
whole administrative proceeding in the second instance may range
from 1,960 nuevo sol to 2,800 nuevo sol.

An infringement that ends in the administrative channel can be
revised by the judicial authority in an administrative contentious
lawsuit. The costs of this lawsuit until the issuance of a first instance
judgment are 13,160 nuevo sol and, in case of appeal, the costs in
the second instance are 11,200 nuevo sol.

The costs of a criminal proceeding depend on whether it is at
the request of a party or ex officio. If it is initiated at the request of a
party, costs may range between 5,600 nuevo sol and 14,000 nuevo
sol depending on the operative action. In the second instance (superior
court) it may range between 2,800 nuevo sol and 5,600 nuevo sol.

In the event of an ex-officio process, the costs for the police and
district attorney’s investigation may range from 840 nuevo sol to
1,680 nuevo sol. In a judicial criminal proceeding, total costs may
range from 2,800 nuevo sol to 8,400 nuevo sol from the constitution
of the civil party until the issuance of the first instance judgment. In
an appeal in the second instance (superior court), costs may range
from 2,800 nuevo sol to 5,600 nuevo sol.

11 Court appeals
What avenues of appeal are available following an adverse decision in
a patent infringement lawsuit?

In accordance with article 133 of Legislative Decree 1075, in an
administrative proceeding there is a five-working day legal term to
appeal and such appeal is solved by the Intellectual Property Admin-
istrative Court (TPI) of INDECOPIL.

On the other hand, in accordance with article 7 of Legislative
Decree 124, in a criminal proceeding there is a three-working day
legal term to appeal, or an appeal can be submitted during the same
act of the judgment.

12 Competition considerations
To what extent can enforcement of a patent expose the patent owner
to liability for a competition violation, unfair competition or a business-
related tort?

In accordance with article 124 of Legislative Decree 1075, a patent
owner can be accused of a false charge or for a lack of reasonable
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cause for an infringement denunciation and penalised with a 140,000
nuevo sol fine and a possible criminal penalty, and be forced to pay
compensation for damages.

The patent owner can also be accused if he or she carries out
dishonest commercial acts contrary to the business that good faith
demands and that affect the competition of the market according to
Legislative Decree 1044 approving the Law on Repression of Unfair
Competition (2008).

13 Alternative dispute resolution
To what extent are alternative dispute resolution techniques available
to resolve patent disputes?

Within the administrative proceeding of infringements it is usual that,
after the inspection, the administrative authority summons the parties to
aconciliation hearing where, if both parties agree, the dispute is solved —
although the official citations may be done at any moment of the pro-
ceeding. The hearing is carried out before the competent authority or
before any person appointed by both parties. If both parties reach an
agreement, an official minutes is taken by the competent authority,
wherein the agreement is recorded that will have right of execution
according to article 108 of Legislative Decree 1075.

Disputes regarding patents can be solved by arbitration. In Peru,
there are private arbitration centres, such as that of the Chamber of
Commerce of Lima and of the Lima Bar Association. In these centres,
any intellectual property dispute can be solved, particularly patents.
They have a large list of specialised arbitrators’ names. Disputes can
also be solved by conciliation or mediation.

Scope and ownership of patents

14 Types of protectable inventions
Can a patent be obtained to cover any type of invention, including
software, business methods and medical procedures?

Yes, but with some restrictions established by law. Software and
business methods are protected as copyrights. Therefore, they are
not considered inventions in accordance with article 15 of Decision
486. Medical procedures (therapeutic and surgical methods for the
treatment of humans or animals) are not considered patentable in
accordance with article 20 of Decision 486.

15 Patent ownership
Who owns the patent on an invention made by a company employee,
an independent contractor or multiple inventors? How is patent
ownership officially recorded and transferred?

Pursuant to our law, article 36 of Legislative Decree 10735, there are
two instances when the right to the patent belongs to the employer:
when during the employment relationship the employee’s role is to
carry out inventive tasks or actions; or when in the employment
relationship something related to its professional activity is invented
using media or data provided by the employer.

With the exception of these cases, the right to the patent exclu-
sively belongs to the inventor when he or she carries out inventions
during his or her employment relationship or services contract.

Article 22 of Decision 486 outlines the following rules with
regards to multiple inventors: ‘a) If several persons make an inven-
tion jointly, they shall share the right to patent it and b) If several
persons make the same invention, each independently of the oth-
ers, the patent shall be granted to the person or assignee with the first
filing date or, where priority is claimed, date of application.’

The ownership of a patent is officially recognised and transferred
by a written agreement and recorded in the registry according to
article 56 of Decision 486.
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Defences

16 Patent invalidity
How and on what grounds can the validity of a patent be challenged?
Is there a special court or administrative tribunal in which to do this?

A patent can be invalidated:

* if the patent was granted for an invention that falls in the pro-
hibitions stated by law (articles 15, 20, 21 and 75 of Decision
486);

o if the patent was granted by not fulfilling some of the require-
ments stated by law (article 75 of Decision 486);

o if the claims lack sufficiency, clarity and support;

o if there are defects in administrative acts (article 76 of Decision
486);

e if a patent has been granted to a person who has no right to it
(article 77 of Decision 486); or

o if there has been fraud, false representation or unfair behaviour
(article 8A, Law No. 29316, published on 14 January 2009,
which modifies Legislative Decree 1075).

Failure to pay an annual fee within the legal terms as stipulated in
article 80 of Decision 486 shall result in the legal lapsing of the patent
or the patent application.

The Commission of Inventions and New Technologies, a first
administrative instance body composed of three commissioners
and a president who is the director of the directorate of inventions
and new technologies, is in charge of patent invalidity. The deci-
sion of this Commission can be appealed and is remitted to the
second administrative instance, which is a specialised intellectual
property chamber composed of four members and the president
of the chamber. There is also a deputy president who occasionally
replaces the president.

17 Absolute novelty requirement
Is there an ‘absolute novelty’ requirement for patentability, and if so,
are there any exceptions?

In accordance with our law, novelty is absolute and universal. It must
have been neither known nor accessible before the filing date of the
patent application or of the claimed priority. No account shall be
taken of any disclosure of the contents of the patent during the year
prior to the filing date of the application in the member country or
during the year before the date of priority, if claimed, providing that
the disclosure was attributable to:

¢ the inventor or the inventor’s assignee;

* a competent national office that publishes the contents of a pat-
ent application filed by the inventor or the inventor’s assignee in
contravention of the applicable provision; or

* athird party who obtained the information directly or indirectly
from the inventor or the inventor’s assignee (see articles 16 and
17 of Decision 486).

18 Obviousness or inventiveness test
What is the legal standard for determining whether a patent is
‘obvious’ or ‘inventive’ in view of the prior art?

Article 18 of Decision 486 considers that an invention involves an
inventive step if, for any person in the trade who is conversant with
the corresponding technical matter, the invention cannot be consid-
ered obvious, nor could it have been derived in an evident manner
from the state of the art.

www.gettingthedealthrough.com

19 Patent unenforceability
Are there any grounds on which an otherwise valid patent can be
deemed unenforceable owing to misconduct by the inventors or the
patent owner, or for some other reason?

A patent can be deemed unenforceable with respect to acts carried
out in a private circle and for non-commercial purposes, exclusively
to experiment with the subject matter of the patented invention,
exclusively for the purposes of teaching or scientific or academic
research, among others (see article 53 of Decision 486).
Further, a patent can be deemed unenforceable in cases of interna-
tional exhaustion of the patent right (see article 54 of Decision 486).
On the other hand, article 55 sets forth that:
The rights conferred by a patent may not be asserted against a third
party that, in good faith and before the priority date or the filing
date of the application on which the patent was granted, was already
using or exploiting the invention, or had already made effective and
serious preparations for such use or exploitation. In such case, the
said third party shall have the right to start or continue using or
exploiting the invention, but that right may only be assigned or
transferred together with the business or company in which that use
or exploitation is taking place.

Remedies

20 Monetary remedies for infringement
What monetary remedies are available against a patent infringer?
When do damages start to accrue? Do damage awards tend to be
nominal, provide fair compensation or be punitive in nature?

According to article 239 of Decision 486, ‘compensation shall be
lawful only in respect of the subject matter covered by the patent
grant, and shall be computed in accordance with the patent’s effective
exploitation by the defendant over the period in question’.

Costs for damages must be objectively proven (with documents).
For example, in cases of an emerging damage — that is, the wealth loss
suffered by the patent owner as a result of the unauthorised exploita-
tion of the patent — the common market value of the patented object
must be considered.

In cases of lucrum cessans, the profits the owner would have
obtained by the exploitation of the patent in the period between the
damage effective fact and the monetary payment of the compensa-
tion will constitute damages.

On top of that, the amount of real or potential illicit profits
obtained by the infringer as a consequence of their infringement
actions and the price they must have paid for the granting of a con-
tractual licence of exploitation of the patent will be considered, tak-
ing into account the commercial value of the infringed right and
the previously granted licences. In some cases, the legal effect of the
exploitation right of the patent and the initial infringement period are
also considered. Types of granted licences are also considered.

In other cases, recidivism of infringing actions and the infringers’
bad faith are also taken into consideration in order to determine the
monetary penalty.

In criminal proceedings, monetary compensation is requested
along with the penalty according to article 92 of the Criminal Code.
Pursuant to article 93 of the Criminal Code, it comprises the follow-
ing: the restitution of the goods or, if this is not possible, the payment
of its value and compensation for damages and losses.

21 Injunctions against infringement
To what extent is it possible to obtain a temporary injunction or a
final injunction against future infringement? Is an injunction effective
against the infringer’s suppliers or customers?

It is possible to obtain an injunction if the person who requests it
evidences his or her right, the existence of an imminent infringement
and proofs that allow him or her to suppose the infringement.
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According to article 247 of Decision 486:

A provisional measure shall be ordered only where the persons
requesting it accredit their lawful right to act and the existence of
the infringed right, and provide evidence allowing for a reasonable
presumption of infringement or that infringement is imminent. The
competent national authority may require persons requesting the
measure to post a hand or sufficient equivalent assurance before
ordering such a measure.

The applicant for a provisional measure in respect of particu-
lar goods shall supply the necessary information and a sufficiently
detailed and precise description so that the allegedly infringing goods
can be identified.

Immediate provisional measures may be requested before or dur-
ing an infringement in accordance with article 245 of Decision 486,
which states that any party initiating or who shall initiate an action
for infringement may request the competent national authority to
order immediate provisional measures for the purpose of preventing
an infringement from occurring, avoiding its consequences, obtaining
or preserving evidence, or ensuring the effectiveness of the action or
arranging compensation for damages.

Provisional measures may be requested before starting the action,
alongside it or after it has been initiated.

It is worth noting that injunctions look for the effectiveness of
stopping infringements. Pursuant to article 246 of Decision 486, ‘sev-
eral provisional measures may be ordered, among others’.

22 Banning importation of infringing products
To what extent is it possible to block the importation of infringing
products into the country? Is there a specific tribunal or proceeding
available to accomplish this?

Yes, it is possible to block the importation of infringing products
into the country as there is a proceeding that may be either at the
request of a party or ex officio. The Industrial Property Authority,
which is located at Customs and has detected the arrival of alleged
infringing material, sends an official letter to Customs and to the
owner. The owner of an industrial property right may request an
injunction to order immobilisation at customs. If there is a for-
mal infringement complaint, a preliminary examination (technical
report) is carried out in order to verify whether the products have the
same matter protected by a patent, and then the Customs authority
is notified. After this, a verifying inspection is carried out where the
products may be immobilised until the issuance of the respective
resolution.

23 Attorneys’ fees
Under what conditions can a successful litigant recover costs and
attorneys’ fees?

In the administrative proceeding, article 126 of Legislative Decree
1075 states that, at the request of a party, the administrative author-
ity shall order that the defeated party assumes the payment of court
costs and expenses of the procedure. Likewise, in accordance with
article 127 of Legislative Decree 1075, the winning party must sub-
mit a settlement of court costs and expenses so that the competent
authority can issue a decision. This resolution, which determines the
fees, is considered as an execution paper.

In the civil channel, court costs and expenses can also be sat-
isfactorily recovered. Court costs, such as attorneys’ fees, have to
correspond to the accredited real costs.
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24 Wilful infringement
Are additional remedies available against a deliberate or wilful
infringer? If so, what is the test or standard to determine whether the
infringement is deliberate?

There are no additional remedies available against a deliberate or
wilful infringer.

25 Time limits for lawsuits
What is the time limit for seeking a remedy for patent infringement?

In accordance with article 129 of Legislative Decree 1075, the time
limit for initiating a compensation action for damages (civil court) is
two years as of when the administrative procedure is finished.

26 Patent marking
Must a patent holder mark its patented products? If so, how must the
marking be made? What are the consequences of failure to mark?
What are the consequences of false patent marking?

There are no provisions for the mandatory marking of patented
products under Andean Community patent law. As such, there are
no adverse consequences if the patent is not marked on the product,
but it is considered good practice since the patent marking informs
about the patented product.

False patent marking constitutes a law infringement due to being
deceitful or false advertising in accordance with article 13 of Law
29571, the Code for Protection and Defense of Consumers.

With regard to the consequences of false patent marking, if
marking is included without the product being patented, the patent
holder would be subject to legal sanctions due to false declaration or
deceitful advertising, or both.

Licensing

27 \Voluntary licensing
Are there any restrictions on the contractual terms by which a patent
owner may license a patent?

The unique restrictions are those ones limiting the free market in
accordance with article 58 of Decision 486.

Pursuant to this article, ‘the competent national authority shall
not register any license agreements for patent exploitation that do
not conform to the provisions of the Common Regime for the Treat-
ment of Foreign Capital and for Trademarks, Patents, Licenses, and
Royalties, or that do not conform to Andean Community or domes-
tic antitrust provisions’.

28 Compulsory licences
Are any mechanisms available to obtain a compulsory licence to a
patent? How are the terms of such a licence determined?

In the Andean Community, if a patent is not exploited or if its exploi-
tation has been suspended for more than a year, the Patent Office
may grant a compulsory licence. However, article 61 of Decision
486 states the following:
At the expiry of a period of three years following a patent grant or
of four years following the application for a patent, whichever is
longer, the competent national office may grant a compulsory license
mainly for the industrial manufacture of the product covered by the
patent, or for full use of the patented process, at the request of any
interested party, but only if, at the time of the request, the patent had
not been exploited in the manner specified in articles 59 and 60, in
the Member Country in which the license is sought, or if the exploi-
tation of the invention had been suspended for more than one year.
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Compulsory licenses shall not be granted if patent owners are
able to give valid reasons for their failure to act, which may be rea-
sons of force majeure or an act of God, in accordance with the
domestic provisions in effect in each Member Country.

A compulsory license shall be granted only if, prior to applying
for it, the proposed user has made efforts to obtain a contractual
license from the patent holder on reasonable commercial terms and
conditions and that such efforts were not successful within a reason-
able period of time.

Article 64 of Decision 486 states that ‘the licensee shall exploit the
licensed invention within a period of two years following the date the
license was granted, unless that licensee is able to give valid reasons
for inaction consisting of force majeure or an act of God. Otherwise,
at the patent owner’s request, the competent national office shall
revoke the compulsory license’.

Article 65 of Decision 486 states the following:

Following the declaration by a Member Country of the existence of

public interest, an emergency, or national security considerations,

and only for so long as those considerations exist, the patent may

be subject to compulsory licensing at any time. In that case, the

competent national office shall grant the licenses that are applied

for. The owner of the patent so licensed shall be notified as soon as

is reasonably possible.

The competent national office shall specify the scope or extent

of the compulsory license and, in particular, the term for which it is

granted, the subject matter of the license, and the amount of remu-

neration and the conditions for its payment.

The grant of a compulsory license for reasons of public interest
shall not reduce the right of the patent owner to continue exploiting
it.

Patent office proceedings

29 Patenting timetable and costs
How long does it typically take, and how much does it typically cost, to
obtain a patent?

Obtaining a patent typically takes three and a half years and cannot
take more than five years, because after said period of time compen-
sation is required.

Adjustment for unreasonable delay
If the competent authority commits an unreasonable delay during the
granting procedure of a patent exceeding more than five years from
the application date or three years from the substantive examination
(except for patents claiming a pharmaceutical product) the adjust-
ment provided by law is applicable, which is a compensation of the
legally effective term of the patent. The adjustment is carried out
once: when the competent authority, during the granting process of
the patent, has committed an unreasonable delay for more than five
years from the filing date of the patent application or three years
from the substantive examination to the granting date of the patent.
If the delay is incurred by the patent owner, it shall not be compen-
sated. The compensation procedure is regulated in articles 32, 33, 34
and 35 of Legislative Decree 1075.

Costs for obtaining and maintaining a patent, including official
fees and attorneys’ fees, are:
e registration of a patent — US$2,030;
e examiner’s technical report — US$300 to US$530; and
* maintenance annuities — US$230 as from the third year.

Contentious actions are not included.
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30 Patent application contents
What must be disclosed or described about the invention in a
patent application? Are there any particular guidelines that should
be followed or pitfalls to avoid in deciding what to include in the
application?

Description or specifications

The description of the invention shall be sufficiently clear and com-

plete to be understood and for the invention to be carried out by a

person skilled in the art. The description shall contain the name of

the invention and the following information:

¢ the technological sector to which the invention refers or in which
it shall be applied;

e prior technology known to the applicant that would help the
invention to be understood and examined and references to pre-
vious documents and publications that discuss the technology
involved;

¢ a description of the invention in such a way that the technical
problem and the solution provided by the invention may be
understood, explaining the differences and possible advantages
with respect to previous technology;

* a brief description of drawings, if there are any;

¢ adescription of the best method known to the applicant for car-
rying out the invention, with the use of examples and references
to the drawings if they are pertinent; and,

® astatement as to how the invention meets the condition of being
capable of industrial application, if this is not clear from the
description or the nature of the invention itself (article 28 of
Decision 486).

Claims

Claims shall specify the subject matter for which the patent protec-
tion is sought. They must be stated clearly and concisely and be fully
substantiated by the description.

Claims may be independent or dependent. A claim shall be inde-
pendent when it defines the subject matter in respect of which protec-
tion is sought without referring to any previous claim. A dependent
claim, on the other hand, defines the subject matter for which protec-
tion is sought by referring to a prior claim. A claim referring to two
or more previous claims is considered a multiple dependent claim
(article 30 of Decision 486).

Abstract

The summary shall consist of a synthesis of the technical explanation
given in the patent application. That summary shall be used to pro-
vide technical information only and shall have no effect whatsoever
on the interpretation of the scope of protection conferred by the
patent (article 31 of Decision 486).

Moreover, in view of the PCT application, the patent application
filed in the original country along with the technical documents and
its translation must be disclosed or described according to article 22
of the PCT in regard to patent matters.

31 Prior art disclosure obligations
Must an inventor disclose prior art to the patent office examiner?

There are no legal provisions stating that an inventor must disclose
prior art to the Patent Office examiner.

32 Pursuit of additional claims
May a patent applicant file one or more later applications to pursue
additional claims to an invention disclosed in its earlier filed
application? If so, what are the applicable requirements or limitations?

A patent applicant may not file one or more later applications to
pursue additional claims to an invention disclosed in its earlier filed
application. However, a later divisional patent application that is
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extracted from a prior patent application may be filed, as long as it
does not include the same matter as originally filed. This later patent
application can only be submitted while the previous one is still in
processing. The limitation consists in the fact that the matter of the
divisional patent application can neither reproduce nor exceed the
matter of the patent application as originally filed.

Alongside the filing date of the patent application, this document
must record the payment of established fees. It is worth nothing that
the priority statement and the document accrediting the priority must
be filed along with the patent application within the 16-month legal
term from the filing date of the patent application whose priority is
invoked (see article 10 of Decision 486).

33 Patent office appeals
Is it possible to appeal an adverse decision by the patent office in a
court of law?

It is possible to file an appeal brief before the Patent Office within the
15-working day term following the next day of notification of the
adverse resolution (first instance resolution) by filing new arguments
to be solved in the second administrative instance by the Intellectual
Property Court (see article 132 of Legislative Decree 1075).

If the decision is adverse in the second instance, it is possible to
initiate a lawsuit on the nullity of the administrative resolution against
the administrative authority that issued the adverse resolution. The
legal term to raise a nullity action before the court is three months
after the notification of the second administrative resolution.

34 Oppositions or protests to patents
Does the patent office provide any mechanism for opposing the grant
of a patent?

The Patent Office does provide a mechanism for opposing the grant
of a patent. According to article 42 of Decision 486, oppositions may
be filed by interested parties within the following 60-working day
legal term from its publication in the official gazette El Peruano.

At the request of a party, the competent office shall grant an
additional unique 60-day term to support the opposition.

35 Priority of invention
Does the patent office provide any mechanism for resolving priority
disputes between different applicants for the same invention? What
factors determine who has priority?

When a patent has been applied for or obtained by persons with no
right to obtain it, or to the detriment of other parties possessing a
right to the patent, the parties affected may claim before the Patent
Office that they have the best right on the patent or the patent appli-
cation by virtue of the document wherein the date, number and office
where the patent application was filed are recorded.

36 Modification and re-examination of patents
Does the patent office provide procedures for modifying, re-examining
or revoking a patent? May a court amend the patent claims during a
lawsuit?

The Patent Office does have procedures for modifying a patent in
accordance with article 34 of Decision 486.

It is also possible to divide the patent application as originally
filed into two or more divisional patents, according to article 36 of
Decision 486. This division can be done either ex officio or at the
request of the interested party.

Regarding the re-examination of a patent, there is a reconsidera-
tion mechanism available to applicants for patents who wish to con-
test a negative verdict. The applicant may submit new documentary
evidence and request that the invention be examined again in the
light of the new submitted documents.

Revoking a patent is possible by an administrative nullity action
of the patent in accordance with articles 75 (absolute nullity) and 76
(relative nullity) of Decision 486 and in nullity cases, when a patent
was granted to a person who has no right to it, in accordance with
article 77 of Decision 486.

The nullity of a patent can be requested by an impugning judi-
cial action of the administrative resolution according to article 5
of the Ordered Unique Text of the Law, which regulates the con-
tentious administrative process (Law 27584, Supreme Decree No.
013-2008-JUS).

The judicial authority cannot amend the claims of a patent but
can rule the nullity of the second administrative instance resolution
that granted the patent and order that the competent administrative
authority assesses the claims through a new substantive examination
and issues a resolution.

The re-examination of patents is carried out in a reconsidera-
tion or appeal because the administrative authority carries out an
examination of the patent again but not of the set of claims, since
this cannot be amended in the reconsideration. The patentability
examination is performed on the new instrumental proof and in the
appeal on the arguments.
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37 Patent duration
How is the duration of patent protection determined?

The duration of a patent of invention is 20 years as from the filing
date for national applications or from the PCT International applica-
tion date for national phase applications (see article 50 of Decision
486). Upon granting, maintenance fees must be paid regularly each
year in advance.

www.gettingthedealthrough.com

The due date of each annual payment is the last day of the month
on which the application was filed. There is a grace period of six
months from the due date in which to pay the annuities together
with the established overcharge. During the grace period, the patent
maintains full enforceability. Lack of payment of an annuity causes
the patent to lapse.
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